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Examiner 

Curtis E. Sherrer 
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1761 




- The MAILING DATE off his communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 ) 53 Responsive to communication(s) filed on Sep 21, 2001 . 

2a) K This action is FINAL. 2b) □ This action is non-final. 

3) □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) (xl Ctaim(s) 1, 2, and 7-29 is/are pending in the application. 

4a) Of the above, claim(s) is/are withdrawn from consideration. 

5) □ Claim (s) is/are allowed. 

6) K Claim(s) 1, 2, and 7-29 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claims are subject to restriction and/or election requirement. 

Application Papers 

9) □ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are objected to by the Examiner. 

1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list -of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

1 5) G Notice of References Ched (PT0-892) 1 8) □ Interview Summary (PT0-413) Paper No(s}. 



16) Q Notice of Dreftsperson's Petent Drawing Review (PT0-948) 19) £3 Notice of Informal Patent Application (PTO-1 52) 

17) □ Information Disclosure Statement(s) (PTO-1449) Paper No(a). 20) □ Other: 
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Office Action Summary 



Part of Paper No. 45 



Serial Number: 08/693,499 
Art Unit: 1302 



Part ffl DETAILED ACTION 



1. It is noted at the outset that claim 2, line 9, was amended on 10/06/99, to have the "2 1 
removed. Applicants, it is assumed inadvertently, have reinserted the "2." The claim is 
prosecuted as if the "2" was not there. 



Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 

3. Claims 1, 2, 7-12, and 20-23 are rejected under 35 U.S.C. 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Again, applicants have 
amended their claims to include the phrase "which has not been previously extracted" and no 
specificational basis could be found. Any negative limitation or exclusionary proviso must 
have basis in the original disclosure. See Ex parte Grasselli, 231 USPQ 393 (Bd. App. 
1983), aff'dmem., 738 F.2d 453 (Fed. Cir. 1984). Also see MPEP 2173.05(1). 
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Claim Rejections - 35 USC § 102 



4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless « 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by, or in the 
alternative, under 35 U.S.C. 103(a) as being unpatentable over Ogasahara et al. (U.S. Pat. No. 
5,264,236). 

7. Ogasahara et al. teach a method of extracting dry hops (col. 5, lines 32-37) using super 
or sub critical C0 2 . The extraction pressures can range from "preferably at 100-350 kg/cm 2 ." 
(Col. 5, lines 62-66). The separation pressures can range from "preferably at 30-100 kg/cm 2 ." 
(Col. 6, lines 5-9). The test example discloses the addition of the extract to create beers. 

8. While the prior art is silent as to the concentrations of the essential oils, because the 
process disclosed is the same as the process claimed, the products of the prior will inherently 
possess the same concentrations of the claimed components. The Office does not have the 




• 



Serial Number: 08/693,499 



4 



Art Unit: 1302 



facilities for examining and comparing applicants' product with the product of the prior art in 
order to establish that the product of the prior art does not possess the same material structural 
and functional characteristics of the claimed product. In the absence of evidence to the 
contrary, the burden is upon the applicant to prove that the claimed inventions are functionally 
different than those taught by the prior art and to establish patentable differences. See In re 
Best, 562 F.2d 1252, 195 U.S.P.Q. 430 (CCPA 1977); Ex parte Gray, 10 U.S.P.Q.2d 1922, 
1923 (BPAI). 



9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



10. Claims 1, 2 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Haeffner et al. (U.S. Pat. No. 5,01 l,594)(hereinafter Haeffner) for the reason set forth in the 
last Office Action. While applicants state that the cited art does not suggest the claimed 
extraction conditions, the record clearly indicates that the optimization of the gas pressures 
will effect the composition of the final product, i.e., the pressure is a result effective variable. 



Claim Rejections - 35 USC § 103 



Therefore, a prima facie case of obviousness exists and the rejection is proper. 
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11. Claims 7-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ogasahara et al. in view of Krasd Food (S.U. Pat. No. 1601 1 12). 

12. Ogasahara et al. and Krasd Food teach that cited above and previously, respectively. 
It would have been obvious to those of ordinary skill in the art to combine hop extraction 
waste or residue, as done by Krasd Food, to the extract produced by Ogasahara because it 
provides for a more efficient process. 

13. The use of the extract in the process of producing beer, i.e, boiling the extract in the 
wort, is notoriously well known and obvious to those of ordinary skill in the art. Evidence of 
this is found in the instant specification, on page 1, lines 13-17 and page 3, lines 17-20. 

Response to Arguments 

14. Applicant's arguments filed 06/29/009 have been fully considered but they are not 
persuasive. See comments above. 



Conclusion 



15. 



No claim is allowed. 



Serial Number: 08/693,499 6 
ArtUnit:i3p2 

1 6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until 
after the end of the THREE-MONTH shortened statutory period, then the shortened statutory 
period will expire on the date the advisory action is mailed, and any extension fee pursuant to 
37 CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of 
this final action. 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Curtis Sherrer whose telephone number is (703) 308-3847. 
The examiner can normally be reached on Tuesday through Friday from 6:30 to 4:30. The fax 
phone number for this Group is (703)-305-3602. 

18. Any inquiry of a general nature or relating to the status of this application should be 
directaH^he Group receptionist whose telephone number is (703) 308-0651. 




Curtis E. Sherrer 
Primary Examiner 
November 28, 2001 



